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Verna Beth Ririe, Trademark Exam ning Attorney, Law Ofice
105 (Thomas G Howel |, Managi ng Attorney).

Bef ore Hairston, Chapman and Wendel, Adm nistrative
Trademar k Judges.

Opi ni on by Wendel, Admi nistrative Trademark Judge:

Johnson & Johnson has filed an application to register
the mark HURT- FREE for “self-adhering tape for use in first
aid. !

Regi stration has been finally refused on the ground
that the proposed mark is nerely descriptive under Section

2(e) (1) of the Trademark Act. Both applicant and the

! Serial No. 75/635,974, filed February 8, 1999, based on an
al l egation of a bona fide intention to use the mark in comerce.
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Exam ning Attorney have filed briefs and both parti ci pated
in an oral hearing.

The Exam ning Attorney maintains that the proposed
mar k HURT- FREE nerely describes a significant feature or
characteristic of applicant’s sel f-adhering tape, i.e.,
that this is a self-adhering tape that will not hurt the
user when it is renoved. The Exam ning Attorney has
i ntroduced dictionary definitions of the words “hurt” and

ufreenz

as support for the position that HURT- FREE
i mredi ately conveys the idea that the tape does not subject
the user to pain or hurt upon renoval, or that the user
will be “free” of “hurt”.

As evidence that users of first-aid tapes are
concerned about using a tape that will not hurt, the
Exam ning Attorney has nmade of record excerpted articles
retrieved fromthe Nexis database which denonstrate that
the public often associates the renoval of bandages, and

particul arly adhesive bandages, with “hurt.” Thus, the

Exam ning Attorney argues, “a person utilizing self-

2 The definitions include:

hurt, verb to cause physical damage or pain to

hurt, noun sonmething that hurts; a pain, an injury, or
a wound

free not affected or restricted by a given

condition or circunstance; not subject to a
gi ven condition
The Anerican Heritage Dictionary of the English Language (3'? ed.
1992).
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adhering tape would desire to ‘not be affected by’ or to be
‘free’ of this *hurt’.” As evidence of the descriptive
nature of the term FREE when used in conjunction with a
condi ti on whose absence is a desirable characteristic or
feature, the Exam ning Attorney has nade of record copies
of several third-party registrations in which the “—-FREE”
portion of the mark is either disclainmed or the mark as a
whol e is registered on the Suppl enental Register. Copies
have al so been made of record of registrations on the
Suppl enental Regi ster for the marks OUCHLESS and THE NO
HURT TAPE for adhesive bandages and bandagi ng t ape,
respectively.

Applicant argues that, even assum ng the individual
terms “hurt” and “free” are descriptive, HURT-FREE is a
uni que conposite which applicant has inventively juxtaposed
and which requires the consuner to nake a nental leap to
ascertain the nature of applicant’s goods. Applicant
contends that its mark HURT- FREE i s even nore uni que
because of its unusual granmatical construction, in that
nmost “—FREE” mar ks use nouns as the prefix, whereas
applicant’s mark uses a “verb- FREE" structure.

Appl i cant further argues that HURT- FREE has a doubl e
meani ng in connection with its goods which precludes its

being nerely descriptive. Applicant insists that its mark
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suggests a beginning-to-end pain relief; and that the mark
connotes the totality of pain relief to be obtained through
use of its product fromthe tinme of application to the
final renoval. Thus, according to applicant, consuners
woul d be just as likely to associate HURT-FREE with the
overall objective of the product as with the painless
renoval of the tape.

Finally, applicant argues that the excerpts retrieved
fromthe Nexis database relied upon the Exam ning Attorney
do not support her position because none of the articles
use the term*“hurt-free” in a descriptive manner or even as
an expression, and because none of the articles are
concerned with the renoval of self-adhering tape such as
applicant’s but rather are directed to the pain of renoving
adhesi ve bandages.

Atermis nmerely descriptive within the nmeani ng of
Section 2(e)(1) if it imrediately conveys infornmation about
a characteristic or feature of the goods or services with
which it is being used or is intended to be used. See In
re Gyulay, 820 F.2d 1216, 3 USPQd 1009 (Fed. Cir 1987); In
re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215
(CCPA 1978). \Whether or not a particular termis nerely
descriptive is determned not in the abstract, but rather

inrelation to the goods or services for which registration
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is sought, the context in which the designation is being
used, and the significance the designation is likely to
have to the average purchaser as he or she encounters the
goods or services bearing the designation, because of the
manner in which it is used. See In re Bright-Crest, Ltd.,
204 USPQ 591 (TTAB 1979). It is not necessary that the
term describe all the characteristics or features of the
goods or services in order to be nerely descriptive; it is
sufficient if the termdescribes one significant attribute
thereof. See In re Pennzoil Products Co., 20 USPQd 1753
(TTAB 1991).

We find no difference in connotation for the conposite
term HURT- FREE from the conbi nati on of the comon neani ngs
of “hurt” and “free” as individual words. A “hurt-free”
sel f - adheri ng bandage woul d be perceived by consuners as
one whi ch does not subject the user to pain or hurt.

Furt hernore, the excerpted articles retrieved fromthe
Nexi s dat abase show that consunmers are acutely aware of the
pain or hurt normally associated with the renoval of
bandages. Thus, the use of the term HURT- FREE with a
first—aid bandage which does not inflict pain because of
the particular self-adhering properties of the bandage

i mredi ately and succinctly conveys this information to

potential consuners.
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We do not believe a viable distinction can be nade on
t he basis of the term HURT- FREE bei ng a conbi nati on of
“ver b-FREE” as opposed to “noun-FREE.” In the first place,
“hurt” can function as either a noun or a verb and HURT-
FREE coul d be viewed in either way. But even nore
rel evant, the nessage conveyed by the term HURT- FREE has
the sanme descriptive significance, regardl ess of the
granmmati cal construction. It takes no nental gymastics to
ascertain that an inportant feature of the goods with which
the termis being used is that they are “hurt-free.”

Applicant’s further argunment that its mark is only
suggestive of the beginning-to-end pain relief which its
sel f - adheri ng bandage provides is highly speculative. In
vi ew of the association which has been shown to exi st
bet ween bandages in general and the pain in renova
thereof, we find it highly unlikely that consuners would go
beyond the i mredi ate significance of the term HURT- FREE as
an indication of the absence of pain in the renoval stage.
Regar dl ess of any beneficial effects of the bandages
t hroughout the healing process, the freedomfromhurt in
the final renoval would be a nost inportant attribute of
the product in the eyes of nobst consuners.

Al t hough the Exam ning Attorney may not have found

i nstances of use of the exact phrase “hurt-free” by others,
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this is far fromcontrolling. The fact that applicant may
be the first or only user of the term“hurt-free” does not
justify registration if, as we have found here, the term
projects only nerely descriptive significance. See In re
Nat i onal Shooting Sports Foundation, Inc., 219 USPQ 1018
(TTAB 1983). Applicant’s self-adhering first-aid bandage
is by its very nature generally free frompain in renoval
since it does not stick to skin or hair, as do adhesive
bandages, and the term HURT- FREE nerely describes this
significant feature or characteristic of applicant’s
product .3

Accordingly, we find that HURT-FREE woul d be nerely
descriptive if used as intended with applicant’s self-
adhering tape for use in first aid.

Decision: The refusal to register under Section

2(e)(1) is affirnmed.

3 Applicant’s argunment that other “—-FREE’ marks have been

regi stered by the Ofice is to no avail. The question here is

t he descriptiveness of the proposed mark with respect to these
particul ar goods. Wether or not other “—FREE” marks for totally
unrel at ed goods have been registered is irrelevant.
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